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DETAILED ACTION 



Response to Amendment 



1. 



This action is in response to the communication filed on 5/12/09. 



2. 



Claims 1-32 are pending in this action. 



Claim Rejections - 35 USC §112 



Claims 1-32 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. In this regard one of ordinary skill in the art would not understand how to — 
determining a call count based on time increment and modifying the call count 
(for instance, as recited in claim 1) — without having more than one calls, which is 
not provided in the specification in a manner as being claimed. 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claim Rejections - 35 USC § 101 
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Claim1-32 are rejected under 35 U.S.C. 101 because the disclosed invention is 
inoperative and therefore lacks utility. The invention defined by the claimed methods, 
means, and system does not perform the recited features, for instance as recited in 
claim 1 , — determining a call count based on time increments: and modifying the call 
count based on calling plan parameters . It may count only time in response to a 
received call; but, it is not operational to count calls and thus cannot modify a call count, 
as there is no more than one call supported by the claims. Furthermore, the claimed 
system and/or method is not capable of "subtracting the modified call count from a time 
ratio" as recited in claims 3 and 18 and further is not capable of "rounding the call" as 
recited in claims 4 and 19, since there is no more than on call (since there is only one 
call) to begin with. In other words, subtraction or modification, within the context or the 
claims 3, 4, 1 8 and 1 9, requires a given quantity of calls, which is absent from these 
claims, thereby making the claims inoperable. For examination purposes, claims 1-32 
are considered as calling for — counting, summing and modifying a call time as a 
function of a call. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-32 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See 
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MPEP § 2172.01 . The omitted structural cooperative relationships are: calls that are 
more than one in number (for instance, call number 1 , call number 2, etc.), which are to 
be counted and modified by the claimed controller within the claimed phone unit. As 
indicated, for instance, in claim 1, the features, -- determining a call count based on time 
increments: and modifying the call count based on calling plan parameters, requires the 
presence of more than one call to be counted as a function of time. 
Claims 3 and 18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In this case " subtracting the modified call count from 
a time ratio " since the unit of call and time are different the two quantities can not be 
subtracted from each other. For examination purposes, claims 1-32 are considered as 
calling for — counting, summing and modifying a call time as a function of a call. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1, 2, 6, 16, 17, 21 and 31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Tysor (US 2002/0151293 A1 

As per claim 1: Tysor discloses a method of tracking communications usage time by a 
controller within a phone unit during a call (see paragraphs 0011-0012, 0043, 
comprising: 

counting time increments (tracking minutes) in response lo a call (see 
paragraphs 0009-0010, 0043); 

determining a call count based on time increments (see paragraphs 0008-0010, 
0043); and 

modifying the call count based on calling plan parameters (see paragraphs 
0027, 0047-0048). Adding Air Time (as in paragraph 0027) or deducting from the 
available minutes (as in paragraphs 0047- 0048) can be considered as modifying a call 
count . 

As per claim 2: Tysor discloses a method of summing the modified call count with at 
least one other call count from at least one other call (see paragraphs 0008-0010, 
0043); 

determining an accumulated call count from the summing (see paragraphs 0047- 
0008-001 1 , 0047). 

As per claim 3: Tysor discloses a method further comprising: subtracting the modified 
call count from a time ratio and determining a remaining call count from the subtracting 
(see paragraph 0048). 
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As per claim 4: Tysor discloses about a method wherein modifying the clal count 
comprises rounding the call count to a nearest whole minute based on a setting in the 
calling plan parameters to round the next whole minute (see paragraphs 0034, 0042). 
As per claim 16: the features of claim 16 are similar to the features of claim 1, except 
claim 16 is directed to a computer readable medium intended to perform the steps of 
claim 1 . However, the prior art discloses the steps of claim 1 , as discussed therein. 
Hence, the computer readable medium must be an inherent feature in the prior art 
communication system. 

As per claim 17: the features of claim 17 are similar to the features of claim 2. Hence, 
claim 17 is rejected on the same ground as claim 2 and including the explanation 
provided regarding the rejection of claim 16. 

As per claim 18: the feature of claim 18 is similar to the feature of claim 3. Hence, 
claim 18 is rejected on the same ground as claim 3. 

As per claim 19: the features of claim 19 are similar to the features of claim 4. Hence, 
claim 19 is rejected on the same ground as claim 3. 

As per claim 31 : the features of claim 31 are similar to the features of claim 1 , except 
claim 31 is directed to a system comprising means to perform the functions/steps of 
claim 1 . However, the prior art discloses the steps of claim 1 , as discussed therein. 
Hence, a system/means that performs the steps of claim 1 must be an inherent feature 
within the embodiment of the prior art. 

As per claim 32: the features of claim 32 are similar to the features of claim 1 , except -- 
- storing the modified call count I the memory of the cellular telephone unit, which is also 
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disclosed by Tysor (see 001 1 , 0033, 0043; claims 3 and 11). Note: the process includes 
adding and subtracting used time from available time (this modifying) (as provided in 
paragraphs 0047-0048) and includes calls for different calling periods according to a 
calling plan and further including storing the record. Thus, claim 32 is rejected on the 
same ground as claim 1 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-8, 21-23 and 32 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tysor in view NEC CORP reference, (JP 07066909 A). 
As per claim 6: Tysor discloses a method, wherein modifying the call count comprises 
based on a calling plan parameters comprises reducing (subtracting) the call count 
proportional to a pre-determined calling plan parameters (see paragraphs 001 1, 0043). 
But, Tysor does not explicitly teach about a call count based on a pre-determined 
discount for discounting an incoming call (incoming call time) . However, in the same 
field of endeavor, the NEC abstract teaches about a telephone set comprising a counter 
for recording the calls performed and an adder for accumulating/storing the calls 
counted during a discounted tariff time period based on the output of a clock (see 
abstract). It is to be noted that the accumulated call count can be considered as a 
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modified call count since the accumulated call count is not the same as the initial call 
count. Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the teaching of Tysor with that of Toda for the 
advantage of a subscriber to optimize utilization of discount tariff during a specified time 
period. 

As per claim 7: the feature of claim 7 is similar to the feature of claim 6 except a night 
time call within cutoff times for weekend days, which is taught by Tysor (see paragraphs 
0033-0034, 0043Toda teaches a method, wherein modifying the call count comprises 
discounting a night time call (see title; abstract). Therefore, claim 7 is rejected on the 
same ground and motivation as claim 6. 

As per claim 8: the NEC reference teaches a method, wherein modifying the call count 
comprises discounting a weekend call (see title; abstract). Toda's reference teaches 
about a discounted tariff time period , which could include any discounted time period 
designated for such purpose, including a weekend call discount time period. 
As per claim 21 : the feature of claim 21 is similar to the feature of claim 6. Hence, 
claim 21 is rejected on the same ground as claim 6, including the explanation provided 
regarding the rejection of claim 16. 

As per claim 22: the feature of claim 22 is similar to the feature of claim 7. Hence, 
claim 22 is rejected on the same ground and motivation as claim 7 and further including 
the explanation provided regarding the rejection of claim 16. 
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As per claim 23: the feature of claim 22 is similar to the feature of claim 8. Hence, 
claim 23 is rejected on the same ground and motivation as claim 8 and further including 
the explanation provided regarding the rejection of claim 16. 

Claims 5 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tysor, as applied to claims 1 and 16 above, and further in view of Kraushaar et al. 
(Kraushaar) (US 4, 200,771). 

As per claim 5: but, Tysor, as applied to claims 1 and 16 above, does not explicitly 
teach about a method of subtracting an initial connection time from a call count, as 
claimed by applicant. However, in the same field of endeavor, Kraushaar teaches about 
"traffic measuring device based on state transaction" wherein a call time monitor/time 
counter is provided to monitor current time which is either to be added to or subtracted 
from an accumulated total call duration (see col. 5, 3-28). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify 
the teaching of Tysor with that of Kraushaar for the advantage of providing more 
accuracy in counting calls (see abstract, lines 1-7). 

As per claim 20: the feature of claim 20 is similar to the feature of claim 5. Hence, 
claim 20 is rejected on the same ground and motivation as claim 5. 

Claims 9-13 and 24-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tysor, as applied to claims 1 and 16 above, and further in view of 
Spitaletta et al. (Spitaletta) (US 6,112,077). 

As per claim 9: while Tysor discloses the features of claims 1 and 1 6, including a 
modified call count, He fails to explicitly teach about a method of - providing a special 
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usage parameter (rate) and calculating a special call count based on the special usage 
parameter (rate), as claimed. However, in the same field of endeavor, Spitaletta teaches 
about a non-reusable cellular telephone, wherein the cellular telephone is provided with 
a means to account for the cost difference of calls made to different calling areas, 
including calls within one area code (local) and long distance calls by deducting time at 
different rate (see col. 4, lines 19-34). Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to modify the teaching of 
Tysor with that of Spitaletta for the advantage of enabling the cellular telephone to store 
a plurality of rate factors corresponding to area codes and dialing prefixes of possible 
phone numbers for calculating the remaining time of the calling time (see col. 2, lines 
27-30). 

As per claim 10: Spitaletta teaches about a method, wherein the special usage 
parameter comprises a long distance parameter (rate), and the special call count 
comprises a long distance usage count (see col. 4, lines 19-34). 
As per claim 11: Spitaletta teaches about a method, wherein the special usage (rate) 
comprises a local distance parameter (rate), and the special call count comprises a 
local distance usage count (see col. 4, lines 19-34). 

As per claim 12: the feature of claim 1 2 is similar to the feature of claim 7, with the 
exception that the call in claim 12 recites 'special usage parameter', which reads on 
Toda's "calls counted during a discount tariff time" (see Toda's abstract). Hence, claim 
12 is rejected on the same ground and motivation as claim 7. 
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As per claim 13: the feature of claim 13 is similar to the feature of claim 8, with the 
exception of claim 13 recites 'special usage parameter'. Toda's "calls counted during a 
discount tariff time" could be read as a call comprising a special usage parameter, 
wherein discount tariff time is the parameter. Hence, claim 13 is rejected on the same 
ground and motivation as claim 8. 

As per claim 24: the features of claim 24 are similar to the features of claim 9. Hence, 

claim 24 is rejected on the same ground and motivation as claim 9 and further including 

the explanation provided with regard to the rejection of claim 16. 

As per claim 25: the feature of claim 25 is similar to the feature of claim 1 0. Hence, 

claim 25 is rejected on the same ground and motivation as claim 10 and further 

including the explanation provided with regard to the rejection of claim 16. 

As per claim 26: the feature of claim 26 is similar to the feature of claim 1 1 . Hence, 

claim 26 is rejected on the same ground and motivation as claim 1 1 and further 

including the explanation provided with regard to the rejection of claim 16. 

As per claim 27: the feature of claim 27 is similar to the feature of claim 7, with the 

exception that the call in claim 27 recites 'special usage parameter'. In Toda, "calls 

counted during a discount tariff time" is similar to a special usage parameter, wherein 

time is the parameter. Hence, claim 27 is rejected on the same ground and motivation 

as claim 7. 

As per claim 28: the feature of claim 28 is similar to the feature of claim 8, with the 
exception, that claim 28 recites 'special usage parameter'. In Toda, "calls counted 
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during a discount tariff time" is similar to a special usage parameter, wherein time is the 
parameter. Hence, claim 28 is rejected on the same ground and motivation as claim 8. 

Claims 14-15 and 29 -30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tysor in view of Spitaletta, as applied to claims 1,9, 16 and 24 
above, and further in view of Brown (US 5,987,107). 

As per claim 14: but,Tysor in view of Spitaletta does not explicitly teach about a 
method, wherein the special usage parameter comprises a peak usage parameter, and 
the special call count comprises a peak usage count, as claimed by applicant. However, 
in the same field of endeavor, Brown teaches about charging for usage of a 
telecommunications network, wherein calls are defined by type, each call being 
identified based on the call type and calculating and accumulating charges (see col. 2, 
lines 10-37; col. 5, lines 41-56), utilizing discount schemes. Note: call type, in the 
context of Brown's reference is considered to include peak type call. Therefore, it would 
have been obvious for one of ordinary skill in the art at the time the invention was made 
to further modify Tysor in view of Spitaletta with the teaching of Brown for the advantage 
of encouraging increased use of a network during off-peak periods (see col. 2, lines 10- 
22). 

As per claim 15: Brown teaches a method, wherein the special usage parameter 
comprises an off-peak usage parameter, and the special call count comprises an off- 
peak usage count (see col. 2, lines 10-37; col. 5, lines 41-56). Brown also provides 
motivation as a marketing tool for "—providing discounts for particular types of calls" 
(see col. 2, lines 10-11). 
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As per claim 29: the feature of claim 29 is similar to the feature of claim 1 4. Hence, 
claim 29 is rejected on the same ground and motivation as claim 14. 
As per claim 30: the feature of claim 30 is similar to the feature of claim 1 5. Hence, 
claim 30 is rejected on the same ground and motivation as claim 15. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Meless N. Zewdu whose telephone number is (571) 
272-7873. The examiner can normally be reached on 8:30 am to 5:00 pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bost Dwayne D can be reached on (571) 272-7023. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Application/Control Number: 09/881 ,873 Page 14 

Art Unit: 2617 

Any inquiry of a general nature relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2600. 



/Meless N Zewdu/ 

Primary Examiner, Art Unit 2617 

8/10/2009 



